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BEFORE THE INTERNET EXCHANGE OF INDIA
ARBITRATION AWARD
ARBITRATOR: S.SRIDHARAN

DATED: 16" August 2012

Merck KGaA, Germany ...  Complainant

Versus

Mr.Zhaxia Respondent

il The Parties

1.1 The complainant Merck KGaA, (earlier known as E. Merck) is a company
existing under the laws of Germany and having its office at Frankfurter
Strasse 250, D-64293 Darmstadt, Germany represented by Ms.Anju
Agarwal, advocate of L. S. DAVAR & CO at 5/1, First Floor, Kalkaji

Extension, New Delhi — 110019.

1.2 Respondent is Mr. Zhaxia of Pfister Hotel at Milwaukee, W1 53214, USA-

53202, United States of America.

The Domain Name and Registrar

1.3 The disputed domain name <merck-serono.co.in> is registered with

Bharat Domains (R129-AFIN).

2. Procedural History
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2.1

s

2.3

2.4

2.5

2.6

2.7

NIX| asked me about my availability and consent to take up the Complaint
for arbitration and | informed my availability and consent. | also informed
NIXI that | had no conflict of interest with either of the parties and could act

independently and impartially.
On 23" June, | received hardcopy of the Complaint.

On 23" June 2012, | issued by email a Notice to the Respondent setting
forth the relief claimed in the Complaint and directing him to file his reply to
the Complaint within 15 days. | also sent an email about my appointment to
arbitrate the complaint to the Complainant and asked the Complainant to

send a soft copy of the complaint to me.

On 25" June 2012, | received soft copy of the Complaint from the

Complainant.

The notice sent to the Respondent bounced back to me. On 26" June 2012,
| sent the notice to the Respondent at the email address mentioned in the

whois data. | informed the Respondent that his time to file his response

started from this date.
Respondent has not filed any response to the Complaint.

Email is the medium of communication of this arbitration and each email is

copied to all, Complainant, Respondent and NIXI.

Factual Background




A Complainant

3.1 The Complainant is an old, well known, reputed and established company
since over the past 300 years engaged in the manufacture and marketing of
a wide range of pharmaceutical preparations, and had been trading ever

since with the name Merck appearing as a trading name.

3.2 The complainant first adopted in Germany its house trademark Merck in
respect of its preparations some 150 years and which has been used ever

since on a continuous basis.

3.3 The complainant is the registered proprietor of the trademark Merck in India
under registration no.1045475 in class 9, 1045471 for the trademark Merck
in class 1, 146735 for the trademark Merck in class 1, 146102 for the mark
Merck in class 5. The said registrations are valid and in force. The
Complainant has filed copies of advertisement of the said marks in the
Trade Marks Journal and their current status, registration certificates, and

renewals at Annexure-3.

3.4 The Complainant started using the house trade mark Merck in India through
its subsidiary company Merck Ltd. in the year 1967 and has been using the

same continuously and uninterruptedly till date.

3.5 The complainant has registrations of the trade mark Merck in various
countries around the world. The Complainant has filed a list of the same
along with copies of Registration Certificate at Annexure-4 and copies of

Registration Certificates in various countries at Annexure-5 (collectively).
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3.6 Besides being a trademark, the word Merck also constitutes an important
component of the trading name of complainant and the name Merck has

been appearing in one form or another in the trading name since 150 years.

3.7 The complainant has related or subsidiaries in 60 countries, and all such

related companies or subsidiaries use the house trademark Merck.

3.8 That the various related or subsidiary companies of complainant use the
name Merck as part of its trading name, and a list of such related or

subsidiary companies is filed herewith as Annexure-6.

3.9 The trademark and the trade name Merck has been derived some 150

years ago from the name of the founder members of complainant.

3.10 The approximate international/worldwide sales of the products of the

complainant bearing the house trademark Merck for the past 3 years are as

follows:
Year Net Sales (worldwide)
(Billion EURO)
2008 7,590
2009 7,747
2010 9,291

The Complainant has filed copies of few sale invoices at Annexure-7.
3.11 The Complainant through its subsidiary company Merck Ltd. is using its
house trademark Merck in respect of its products in India. The approximate
sale of the goods of subsidiary company of the complainant bearing the

house trademark Merck for past 5 years is as follows:-
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